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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely fried 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days wilt be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )13 Responsive to communication(s) filed on 03 August 2001 . 
2a)n This action is FINAL. 2b)[3 This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) IE Claim(s) 1-38 is/are pending in the application. 

4a) Of the above claim(s) Is/are withdrawn from consideration. 

5) 13 Claim(s) 1:3 is/are allowed. 

6) 13 Claim(s) 4-38 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) 0 The proposed drawing correction filed on is: a)n approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received In Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) 5) D Notice of Informal Patent Application (PTO-1 52) 

3) D Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 



Reissue Applications 

The original patent, or a statement as to loss or inaccessibility of the original patent, must 
be received before this reissue application can be allowed. See 37 CFR 1 . 178. 



Claims 4-38 are rejected under 35 U.S. C. 251 as being an improper recapture of 
broadened claimed subject matter surrendered in the application for the patent upon which the 
present reissue is based. See Hester Industries, Inc. v. Stein, Inc., 142 F.3d 1472, 46 USPQ2d 
1641 (Fed Cir. 1998); In re Clement, 131 F.3d 1464, 45 USPQ2d 1161 (Fed. Cir. 1997); Ball 
Corp. V. United States, 729 F.2d 1429, 1436, 221 USPQ 289, 295 (Fed. Cir. 1984). A 
broadening aspect is present in the reissue which was not present in the appUcation for patent. 
The record of the apphcation for the patent shows that the broadening aspect (in the reissue) 
relates to subject matter that appUcant previously surrendered during the prosecution of the 
appUcation. Accordingly, the narrow scope of the claims in the patent was not an error within the 
meaning of 35 U.S. C. 251, and the broader scope surrendered in the application for the patent 
cannot be recaptured by the filing of the present reissue application. 

Claims 4-38 are all broader than claim 1 of the original patent appUcation in that they fail 
to recite the following subject matter: 

A fluid path extending from a point intermediate said condenser and said 
expansion device to said compressor at a location corresponding to an intermediate point 
of compression in said compressor; 

A bypass line connected to said fluid path and said suction Une; 



Claim Rejections - 35 USC § 251 
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A solenoid valve in said bypass line; 

Means for rapidly pulsing said solenoid valve in said bypass line whereby the rate 
of flow of bypass to suction line is modulated. 

This subject matter was surrendered because this limitation was added to original application 
independent claim 1 for the purpose of making the claim allowable over a rejection made in the 
application. Even though applicant made no argument on the record that the limitation was made 
to obviate the rejection, the nature of the addition to the claim (i.e., that Apphcant added subject 
matter indicated in the Office Action as being allowable) shows that the limitation was added in 
direct reply to the rejection. 

For purposes of completeness, the claims are further examined on their merits below. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubHcation in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

Claims 4, 5, 8, 9, 12, 14, 33 and 34 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kountz. 

As per claim 4, Kountz discloses compressor 10 having a fluid suction port and fluid 
discharge port and valve 21, in fluid communication with the compressor, operatively cycled via 
a pulse width modulated solenoid in order to modulate compressor capacity (see column 3, lines 
24-47). The cycle of the valve is clearly less than the time constant of the load on the 
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compressor since the valve is pulsed on and off repeatedly in order to adjust the stroke of the 
compressor. Accordingly, the cycle time is shorter than the response time of the system to 
modulate compressor capacity. 

As per claim 5, Kountz discloses a capacity controller (circuitry of Figure 1) operative to 
generate a control signal corresponding to a desired capacity modulation (see column 3, lines 41- 
45 regarding modulating compressor displacement) and operatively connected to valve 21 to 
send capacity control signals (via solenoid coil 24). The short cycling time is discussed above 
regarding claim 4. 

As per claim 8, Kountz discloses valve 21 being a solenoid valve (see column 3, lines 26- 



As per claim 9, see discussions of the claims 4 and 5 regarding the compressor, 
refrigerant flow line, capacity controller, and valve. 

As per claim 12, see discussion of claim 8, above. 

As per claim 14, see discussions of the claims 4 and 5 regarding the compressor, 
refrigerant flow line, capacity controller, and valve, and of claim 8 regarding the valve being a 
solenoid valve. 

As per claims 33 and 34, see discussions above of claims 4 and 8, respectively. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 



27). 



Claim Rejections - 35 USC § 103 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 6, 7, 10, 1 1 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Kountz in view of Benevelli et al 

As per claim 6, Kountz does not specifically teach that the valve is cycled between fully 
opened and fiilly closed positions. Benevelli et al. teaches valve 50 being cycled between a fully 
open and fully closed position (see column 3, lines 61-64). Such cycling is a common feature of 
reciprocating valves and would have been obvious to one of ordinary skill in the art to apply to 
the valve of Kountz for the purpose of taking full advantage of the valve capacity. 

As per claim 1, Kountz does not specifically state that the control circuitry of Figure 1 
coiT5)rises a microprocessor. Benevelli et al., however, indicates that the control system 10 
therein may comprise a microprocessor-controlled device (see column 2, line 62 - column 3, line 
11). It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to apply a microprocessor control to Kountz for the purpose of utilizing the well-known 
programming and calculating efficiencies that microprocessors provide. 

As per claims 10 and 1 1, see discussions above of claims 6 and 7, respectively. 

As per claim 15, see discussion above of claim 7, respectively. 

Claims 17-19 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kountz. 

As per claim 17, see discussions of claims 4 and 5 regarding the compressor, capacity 
controller and valve. Kountz further teaches an injection port (Figure 1, at bottom side of 
compressor 10) and a discharge port (Figure 1, at right side of compressor 10). While Kountz 
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does not specifically discuss the compressor comprising a compression chamber, official notice 
that compression chambers are common and obvious features of compressors. 

As per claim 19, Kountz teaches valve 21 being upstream of the injection port. 

As per claim 22, see discussion above of claim 8. 

Claims 18, 21, 24, 25, 27, and 33, 35, and 36, and 38 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Kountz in view of Benevelli et al. 

As per claim 18, see discussion above of claim 6. 

As per claim 21, see discussions above of claim 7. 

As per claim 24, see discussions above of claims 17 and 6. 

As per claims 25 and 27, see discussions above of claims 19 and 7, respectively. 

As per claim 35, Kountz teaches a method of modulating the capacity of compressor 10 
comprising a port (at bottom side of compressor in Figure 1) through which refrigerant is 
supphed to the compression chamber, and rapidly cycling the solenoid valve 21 disposed 
upstream of the port. Kountz does not specifically state that the valve is cycled between fixUy 
open and closed positions, however this limitation is disclosed by BeneveUi et al. (see discussion 
above of claim 6). 

As per claim 36, see discussion above of claim 4 regarding the cycling time being shorter 
than the response time of the system. 

As per claim 36, Benevelli et al. teaches the cycling controlling the percentage of time 
the valve is fully open (see for example Figure 4). 

As per claim 38, see discussion above of claim 7. 
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Allowable Subject Matter 



Claims 1-3 are allowed. 

Claims 29-32 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S. C. 251 set forth in this Office action. 

Claims 13, 16, 20, 23, 26, 28, and 37 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims and if rewritten or amended to overcome 
the rejection(s) under 35 U.S.C. 251 set forth in this Office action. 



Acknowledgement is made of Applicant's request for interference under 37 C.F.R. 1.607. 
Applicant is advised that, in keeping with PTO practices and procedures, such interference will 
not be conducted until such time that the present application is deemed in condition for 
allowance. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to appUcant's 
disclosure. 

Doepker et al., Gutierrez et al., and Gobeaux et al. 



Interference 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc E. Norman whose telephone number is 703-305-271 1. The 
examiner can normally be reached on Mon.-Fri., 8:00-5:30, with first Fridays off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Denise Esquivel can be reached on 703-308-2597. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9302 for regular 
communications and 703-872-9303 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3900. 



MN 

April 19, 2002 




<ARD A. BERTSCH 
APPROVED 
TECHNOLOGY CENTER 370^ 



